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DETAILED ACTION 
Claim Status 

1 . Claims 1-14 and 20-24 are currently pending in the instant application. Claims 
15-19 have been withdrawn from further consideration. 

Withdrawn 

2. The objection of claim 2 under 37 CFR 1 .75(c) is withdrawn in view of Applicant's 
remarks. The rejection of claims 1-14 and 20-24 under 35 U.S.C. 103(a) as being 
unpatentable over Strickler et al. (U.S. Pat. 6,858,306 B1) ) is withdrawn in view of 
Applicant's remarks. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



4. Claims 1,3-11, 13-14 and 20-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP Pub. 2000-252500 (hereinafter Yoshimi). 
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With respect to claims 1,3-11,13-14 and 20-23, Yoshimi teaches at drawing 1 a 
transparent electrode 10 comprising of a double-layer structure is formed on a glass 
substrate 1 . The said transparent electrode comprises of a first transparent conducting 
film 101 and a second transparent conducting film 102 applied on top of each other 
[0035] and may be used as a solar cell. The said film 101 comprises of Sn02 and 1 .0 
mol. % (i.e. atomic %) of fluorine (F) dopant (i.e. electron donor) [0036]. The film 102 
comprises of Sn02 and 1 .5 atom % of fluorine (F) electron donor [0036]. Yoshimi also 
teaches film 102 may have an average thickness of 102 is 50-500 nm and the average 
thickness of film 101 is the difference of the unevenness of film 102 and the average 
height low of transparent electrode 10 [0018]. The film 102 of Yoshimi is readable on 
the first film and the film 102 of Yoshimi is readable on the second film. 

The reference specifically or inherently meets each of the claimed limitations in 
their broadest interpretations. The reference is anticipatory. 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 1-6, 8-12, 14, and 20-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP Pub. 08-043840 (hereinafter Fukuyoshi). 

With respect to claims 1-6, 8-11, 14, and 20-24, Fukuyoshi teaches at drawing 1 
and drawing 2 an electrode plate for displays. The said electrode plate comprises of a 
substrate (1 1 , 21 ) used as a base material that includes glass, ceramics, plastic film and 
plastic board [0037]. The said substrate 1 1 is laminated with the transparent electrode 
layers (1 2, 22) that consist of a multilayer film (see drawing 1 ) or bilayer film (see 
drawing 1) of a career high mobility thin film (12b, 22b) and a career high concentration 
thin film (12a, 22a). The career high concentration thin film (12a, 22a), which is 
considered as a first film, is laminated on the substrate (11,21 ). The career high 
mobility thin film (12b, 22b), which is considered as a second film, is laminated on top of 
the career high concentration thin film (12a, 22a) forming the transparent electrode 
layers (12, 22). Fukuyoshi teaches the career high mobility (second) thin film (12b, 22b) 
and a career high concentration (first) thin film (12a, 22a) may contain metallic 
compounds such as indium oxide, titanium nitride, zirconium nitride, zinc oxide, tin oxide 
and rhenium oxide [0029]. Fukuyoshi further teaches a career high concentration (first) 
thin film (12a) and a career high mobility (second) thin film (12b) may each having a 
thickness of 90 nm [0040]. Fukuyoshi teaches the total transparent electrode (e), i.e. 
ITO thin film, may be about 300 nm thick (Drawing 4 and [0016]). In one embodiment, 
Fukuyoshi teaches the career high concentration (first) thin film may comprises of 
indium oxide thin film that may be doped with 4 or more wt. % (atom %) of dopant and 
the career high concentration (second) thin film may comprises of indium oxide thin film 
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that may be doped with zero to 3 wt. % (atom %) of dopant [0035]. Fukuyoshi teaches 
the said dopant (i.e. electron donor) may be selected from a group of metal or metal 
oxide of such as tin, zirconium, titanium, germanium, lead, antimony, hafnium, 
magnesium, scandium, yttrium, lantern, cerium, praseodymium, neodymium, samarium, 
thallium, bismuth, vanadium, niobium and tantalum [0030]. 

Although Fukuyoshi does not expressly suggest the second film (career high 
mobility thin film) comprises at least 10 percent less dopant than the first film (career 
high concentration thin film). Nonetheless, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select the portion of dopant 
as suggest by Fukuyoshi (i.e. a first film containing 4 or more wt. % of dopant and a 
second film containing 0- 3 wt. % of dopant) and optimizes for the best results, i.e. a 
second film comprises at least 10 percent less dopant than the first film. A prima facie 
case of obviousness exists because the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in 
the art. As to optimization results, a patent will not be granted based upon the 
optimization of result effective variables when the optimization is obtained through 
routine experimentation unless there is a showing of unexpected results which properly 
rebuts the prima facie case of obviousness. See In re Boesch, 627 F.2d 272,276,205 
USPQ 215,219 (CCPA 1980) and In re Woodruff 9^9 F.2d 1575, 1578,16 USPQ2d 
1934, 1936-37 (Fed. Cir. 1990). 
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Regarding claim 12, Fukuyoslii teaclnes a transparent first thin oxide film (12a) 
and a transparent first thin oxide film (12b) may each having a thickness of 90 nm 
[0040]. Fukuyoshi teaches the total transparent electrode oxide (e), i.e. ITO thin film, 
may be about 300 nm thick (Drawing 4 and [0016]). Thus, the average particle size of 
the crystals of the transparent conducting oxide must be less than the upper limited of 
500 nm in order to provide a transparent oxide of 90 nm and a total transparent 
electrode oxide of about 300 nm. If the average particle size of the crystals of the 
transparent conducting oxide excess 500 nm, it would be impossible to form the 
transparent oxide layers having a layer thickness as suggested by Fukuyoshi. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-14 and 20-24 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KHANH T. NGUYEN whose telephone number is 
(571)272-8082. The examiner can normally be reached on Monday-Friday 8:00-5:00 
EST PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/KTN/ 
08/28/2008 

/DOUGLAS MCGINTY/ 
Primary Examiner, Art Unit 1796 



